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—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 
Period for Reply _ 

MONTH(S) FROM THE MAILING DATE 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 



(MONTHS 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a repty be timely filed after SIX ( 
from the mailing date of this communication. 

- rf the period for repry specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- rf NO period for repty is specified above, such period shall, by default, expire SEX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any repty received by the Office later than three months after the mailing date of this communication, even rf timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 

Status 

□ Responsive to communication^) filed on : ^ . 

□ This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the. merits Is closed in 
accordance with the practice under Ex parte Quayie, 1 935 CD. 1 1 ; 453 O.G. 21 3. 



Disposition of Claims j 

CB^dlaJm(s) /"""// 



Of the above claim(s) 
□ Claim(s> 



r^aim(s) 1-3 K~4f 
B^teim(s) H~ 7 



□ Claim(s)_ 



is □ approved □ disapproved. 



Application Papers 

□ The proposed drawing correction, filed on 

B^TTie drawing(s) filed on _ is/are objected to by the Examiner 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9 (a)-(d). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
*Certrfled copies not received: : 



is/are pending in the application. 

. is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



Attachments) 

H^lrrjormation Disclosure Statement(s), PTO-1449, Paper No(s). 

W Notice of Reference® Cited, PTO-892 

J^f Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other : 
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DETAILED ACTION 



Drawings 



1. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they do 
not include the following reference sign(s) mentioned in the description: The drawings do not 
illustrate any reference numbers. Correction is required. 

2. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference sign(s) not mentioned in the description: The specification does 
not recite any reference numbers. Correction is required. 



3. Claims 1-1 1 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

It is not clear as to what the structure of the invention is because the specification does not 
recite any reference numbers and the drawings do not illustrate any reference numbers. 

4. Claims 1-11 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 



Claim Rejections - 35 USC § 112 



Application/Control Number: 09/758,133 
Art Unit: 3764 



Page 3 



It is not clear as to what the structure limitations recited in the claims are in reference to. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-3 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Chorbajian. 
Chorbajian discloses in figures 1-6 an occlusal splint, that anticipates a bruxism appliance 

comprising a molded polymer base 20 and an abradable overlayer 22 having a different color (it 
can be black). The polymeric base is an acrylic resin (col. 2, lines 50-54). The abradable 
overlayer is an acrylic resin (col. 2, lines 58-60). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breads in 
view of Adell. 

Breads discloses a method of making a dental appliance comprising a kit that has a liquid 
abradable overlay (an acrylic liquid material) 46 and an applicator that is a brush 44. However, 
Breads does not disclose a sterile package. Adell teaches in figure 1 a mouthpiece that can be 
stored in a sterile package (col. 6, lines 40-44). It would have been obvious to one having 
ordinary skill in the art at the time that the invention was made that the sterile package as taught 
by Adell could be incorporated into the kit as disclosed by Breads in order to use the sterile 
package to store the liquid material and the brush. 

Allowable Subject Matter 

9. Claims 4-7 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2 nd paragraph, set forth in this Office action and to include all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Bedard discloses a dental appliance. Although this reference discloses structural 
limitations recited in the claims, it was not used to reject any claims, in the first office action. 
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1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Michael Brown whose telephone number is (703) 308-2682. 

M. Brown 
January 1, 2002 




